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MAIL STOP AF 
Commissioner for Patents 
P. 0. Box 1450 
Alexandria, VA 22313-1450 

Dear Sir: 

Applicants request that the present application be reviewed under the provisions of the 
Pre- Appeal Brief Conference Pilot Program, as published in the Official Gazette of the United 
States Patent and Trademark Office of July 12, 2005, at Volume 1296 Number 2 and which was 
extended "until further notice" by Commissioner John Doll on January 10, 2006. 

Applicants request Pre- Appeal Brief Review based on clear errors in Examiner's 
rejections and Examiner's omission of one or more essential elements needed for a Prima Facie 
rejection. 

I. Clear Factual Error: Deaton et aL teach two historical periods in Table 5 

The Examiner, in the outstanding Final Office Action (hereafter, FOA) of August 26, 
2006 states, on page 2, that Deaton et al. teach two selected historical periods (10/1/91 to 
12/01/91). However, that is a single date range (in this case, two months), and not two historical 
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periods. Indeed, Table 5 is labeled "Date Range: from 10/1/91 to 12/1/91" 10/1/91 is not a 
period, it is a date. Likewise, 12/1/91 is not a period, it is also a date. 10/1/91 to 12/1/91 does 
not constitute two historical periods but a single period that is two months long. The Office has 
made a clear factual error, therefore, by analogizing the claimed two selected historical periods 
with a single two month long period of time. 

II. Clear Legal Error; Examiner's omission of one or more essential elements needed 
for a Prima Facie $103(a) rejection 

According to the claimed embodiment, the lifecycle factor may be computed by 
multiplying the determined absolute value with a percentage measure growth of the selected 
measure over two selected historical periods. Therefore, the claims expressly call for a) the 
determined absolute value, b) the percentage measure growth and c) the product of a) and b) - all 
over two selected historical periods within the selected calculation period. 

A. Examiner has not shown how Deaton would be modified to meet claim limitations 

At the outset, §706.02(j) Contents of a 35 U.S.C. 103 Rejection , lists four requirements 
for a §103 rejection, the third of which states that the Office should state "(C) the proposed 
modification of the applied reference(s) necessary to arrive at the claimed subject matter". The 
Office has not pointed to any modifications of Deaton et al. that would yield the claimed 
invention. The Office points to Tables 5 and 6 of Deaton et al. for a teaching of frequency and 
dollar volume for each customer visit, which the Office intimates could be used to calculate the 
claimed lifecycle factor (FOA, page 5). It is respectfiiUy submitted that this is not the case. Table 
5 lists the Shopping Frequency per Customer, the Total Customers, the % Customers Shopping 
per Period, the % Total Customer Base, the Total $ Spent for Period, the % Total $ Spent per 
Period, the Average Check per Visit and the Average $ Spent per Customer. Table 6 lists the 
Total Customers the % Total Customer Base, the Total $ Spent for Period, the Average Check 
per Visit, the Average $ Spent per Customer, the Total Visits per Customer and the Average 
Visits per Customer. 

Nowhere does Deaton et al. teach or suggest a n absolute value of a difference of the 
selected measure determined over two selected historical periods within the selected calculation 
period, as required by the claims. In fact, no absolute value of any difference is taught or 
suggested in Deaton et al. - the phrase "absolute value" does not even appear in the patent. 
Moreover, nowhere do Deaton et al. teach or suggest a percentage measure growth of the 
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selected measure determined over two selected historical periods within the selected calculation 
period, as also required by the claims - in fact this is acknowledged in the FOA at page 3. In 
fact, the term "growth" is wholly absent from this patent - and the growth of a customer over 
two selected historical periods expressed as a percentage is also wholly untaught and 
unsuggested by this reference. Even in the face of such acknowledged deficiencies in the single 
applied reference, the Office has not presented any proposed modifications to Deaton et al. that 
would yield such values, as required by the Office's own guidelines and as memorialized in the 
MPEP. 

B. Office erred in its $103 rejection based upon ^^rearrangement of parts" argument 

The Office appears to suggest that some undefined re-arrangement of the elements of 
Tables 5 and 6 of Deaton et al. would yield a) the determined absolute value over two selected 
historical periods, b) the percentage measure growth over two selected historical periods and c) 
the product of a) and b) to thereby achieve the recited lifecycle factor. See FOA, pages 3 and 5. 
In this regard, the Examiner's attention is drawn to the Office's own guidelines for formulating a 
§103 rejection based upon such a rearrangement of parts, at §2144.03: 

Rearrangement of Parts 

In re Japikse, 181 F.2d 1019, 86 USPQ 70 (CCPA 1950) (Claims to a hydraulic power press 
which read on the prior art except with regard to the position of the starting switch were held 
unpatentable because shifting the position of the starting switch would not have modifled the 
operation of the device.); In re Kuhle, 526 F.2d 553, 188 USPQ 7 (CCPA 1975) (the particular 
placement of a contact in a conductivity measuring device was held to be an obvious matter of 
design choice). However, "The mere fact that a worker in the art could rearrange the parts of 
the reference device to meet the terms of the claims on appeal is not by itself sufficient to 
support a finding of obviousness. The prior art must provide a motivation or reason for the 
worker in the art, without the beneflt of appellant's specification, to make the necessary 
changes in the reference device." Ex parte Chicago Rawhide Mfg. Co., 223 USPQ 351, 353 (Bd. 
Pat App. & Inter. 1984). 

Here the Office appears to contend that a worker of skill in this art could re-arrange the 
parts of Tables 5 and 6 (and the frequency and dollar volume measurements) to meet the terms of 
the independent claims. However, the Office has not advanced any way to effectuate such 
rearrangement or any motivation or reason for the worker to do so, without benefit of the 
applicant's claimed embodiment. Here, Deaton et al. has provided no motivation to make the 
necessary changes to the reference method to meet the terms of the claims. Deaton et al. teach no 
absolute values of any difference of selected measures and do not teach any growth or 
percentage growth - and much less over two selected historical periods - as acknowledged by 
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the Office. Hence, there appears to be no support in Deaton et al. for the Examiner's contention 
that the applied reference renders the claimed embodiments obvious. 

C. Clear Legal Error: Reliance upon art that is not applied 

The FAO acknowledges that Deaton et al. do not disclose the claimed lifecycle factor 
(page 5), is mistaken regarding the two selected historical periods (page 2), acknowledges that 
Deaton et al. do not teach calculating a percentage measure growth (pages 3 and 5), mistakenly 
relies upon a "re-arrangement of parts" argument (see above), and relies upon a reference that 
was not even applied (Engler et al.) for a supposed teaching of a percentage measure growth 
over two selected historical periods. It is respectfully submitted that the Examiner may not rely 
upon art that is not applied in his § 103(a) rejection, on the basis of a groundless argument that a 
percentage measure growth over two selected historical periods is well known. 

D> Clear Legal Error; Motivation not present in Deaton et aL 

Section 706.020) of the MPEP, Contents of a 35 U.S.C. §103 Rejection, provides 
some guidance as to the Office's initial burden in formulating a § 103(a) rejection: 

The initial burden is on the examiner to provide some suggestion of the desirability of doing 
what the inventor has done. "To support the conclusion that the claimed invention is directed 
to obvious subject matter, either the references must expressly or impliedly suggest the claimed 
invention or the examiner must present a convincing line of reasoning as to why the artisan 
would have found the claimed invention to have been obvious in light of the teachings of the 
references." Ex parte Clapp, 227 USPQ 972, 973 (Bd. Pat. App. & Inter. 1985). See MPEP § 
2144 - § 2144.09 for examples of reasoning supporting obviousness rejections. 

Again, the FAO acknowledges that Deaton et al. do not disclose the claimed lifecycle 
factor (page 5), is mistaken regarding the two selected historical periods (page 2) and 
acknowledges that Deaton et al. do not teach calculating a percentage measure growth (pages 3 
and 5). The Deaton et al. reference, therefore, cannot be said to "expressly or impliedly" suggest 
the claimed invention as required by MPEP 706.02(j). This leaves for the Examiner the duty to 
"present a convincing line of reasoning as to why the artisan would have found the claimed 
invention obvious in light of the teachings of the references". The Examiner's line of reasoning 
is that "1) Deaton et al. maintains the information necessary to compute such a calculation and 2) 
computing such a calculation would provide the system with enhanced information...", as stated 
in the FOA at pages 3 and 5. In other words, the Office's argument is that the artisan could, in 
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some unspecified way, somehow compute the lifecycle factor because it would lead to better 
information. It is respectfully submitted that this line of reasoning is inadequate on its face. 

Section 706.02(j) also states: 



To establish a prima facie case of obviousness, three basic criteria must be met. First, there 
must be some suggestion or motivation, either in the references themselves or in the knowledge 
generally available to one of ordinary skill in the art, to modify the reference or to combine 
reference teachings. 



It is respectfully submitted that the requisite motivation is absent from Deaton et al., that 
the Examiner has not carried his burden of proving the prima facie case through failure to 
present a convincing line of reasoning, and has not shown either how Deaton et al. could be 
modified to meet the claims on appeal or any motivation for doing so (i.e., why would the artisan 
do so?), other than the throwaway "enhanced information" argument. 

For at least the reasons outlined above, it is believed that the Review Panel should allow 
this application or at least re-open the prosecution thereof, with new art and/or new grounds for 
rejection. The same is, therefore, respectfully requested. 



Young Law Firm, P.C. 
4370 Alpine Rd., Ste. 106 
Portola Valley, CA 94028 
Tel.: (650) 851-7210 
Fax: (650) 851-7232 



Respectfully submitted, 




Alan W. Young V 
Attorney for Applicants. 
Registration No. 37,970 
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